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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 19 January 2010 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 12-22 and 27-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 12-22. 27-30 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This Office action is in response to the communication filed 1-19-10. 
Claims 12-22, 27-30 are pending in the instant application. 

Response to Arguments and Amendments 

Withdrawn Rejections 
Any rejections not repeated in this action are hereby withdrawn. 

Maintained Rejections 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 12-22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 12, lines 23-27 (step b), the distinction between when there is no loop 
and when the loop is 0 is unclear. The metes and bounds of a "loop" cannot be 
determined from the language in this claim. Does a loop exist when there are more 
sequences bulging out of one of the strands, with respect to the complementary strand, 
or does a loop also include non-complementary sequences? 

Applicant's arguments filed 1-19-10 have been fully considered but they are not 
persuasive. Applicant argues that one of ordinary skill would easily comprehend the 
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metes and bounds of the instantly claimed invention. Contrary to Applicant's assertions, 
it is still unclear how a loop is defined. 

It is also unclear how the distal region can have 1-4 mismatches and have 
complete complementarity at its 5' end (see lines 33-36, or lines 3-6 of section c) of 
claim 12). 

Appropriate clarification is required. 

New Rejections 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

the claimed invention is directed to non-statutory subject matter. 

Claims 12-22, 27-30 are drawn to a process. A process is statutory subject 
matter under 35 U.S.C. 1 01 if: (1 ) it is tied to a particular machine or apparatus or (2) it 
transforms an article to a different state or thing (In re Bilski, 88 USPQ2d 1385 Fed. Cir. 
2008). 

The claimed subject matter is not limited to use a particular apparatus or 
machine, nor does the claimed process transform an article to a different state or thing. 
Insignificant extra-solution activity in the claimed subject matter will not be considered 
sufficient to convert a process that otherwise recites only mental steps into statutory 
subject matter (In re Grams 12 USPQ2d 1824 Fed. Cir. 1989). Preamble limitations that 
require the claimed process to comprise machine implemented steps will not be 
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considered sufficient to convert a process that otherwise recites only mental steps into 
statutory subject matter. Limitations within the steps of the method that require use of a 
machine will overcome the above rejection. The applicants are cautioned against 
introduction of new matter in an amendment. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 12-22, 27-30 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bentwich (US 2006/0003322). 

Bentwich (US 2006/0003322) teaches a system for identifying and generating 
microRNA comprising identifying a target mRNA, generating or identifying a microRNA 
comprising 17-25 nucleotides which comprises a 5' proximal region between 7-9 
nucleobases, which is optionally completely complementary to the target mRNA, has a 
single mismatch in the proximal region, or is symmetrically placed between the 5' and 3' 
end of the proximal region; a loop region that is 3' to the proximal region, and which is 
optionally 0-9 nucleobases and which optionally comprises 2-5 non-paired sequences 



with the target mRNA, and/or forms a bulge of 2-3 nucleobases; and which microRNA 
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further comprises a distal region which is 3' to the loop region, and optionally comprises 
either 7 contiguous complementary sequences at the 5' end of the distal region, or 
comprises 1-4 contiguous mismatches and has complementarity with 5 nucleobases on 
the distal region, including the 5' end of the distal region, which system includes an 
input interface and a processor for comparing mRNA sequences to microRNA 
sequences (see entire document, esp. the abstract, pages 1-2, figures 8-10, 16, 21, 22, 
24-26). 

Conclusion 

Certain papers related to this application may be submitted to Art Unit 1635 by 
facsimile transmission. The faxing of such papers must conform with the notices 
published in the Official Gazette, 1156 OG 61 (November 16, 1993) and 1157 OG 94 
(December 28, 1 993) (see 37 C.F.R. ' 1 .6(d)). The official fax telephone number for the 
Group is 571-273-8300. NOTE: If Applicant does submit a paper by fax, the original 
signed copy should be retained by applicant or applicant's representative. NO 
DUPLICATE COPIES SHOULD BE SUBMITTED so as to avoid the processing of 
duplicate papers in the Office. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jane Zara whose telephone number is (571) 272-0765. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fereydoun Sajjadi, can be reached on (571) 272-331 1 . Any inquiry of a 
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general nature or relating to the status of this application should be directed to the 

Group receptionist whose telephone number is (703) 308-0196. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

Jane Zara 
4-9-10 

/Jane Zara/ 

Primary Examiner, Art Unit 1635 



